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DETAILED ACTION 

1 . Applicant's response along with the Request for Continued Examination (RCE) 
filed on 1 1/06/2008 has been fully considered. The 35 DCS 102 rejection has been 
withdrawn in view of Applicant's amendment. Claims 15, 17, 19, 21 and 23-26 are 
amended, claims 1-14 and 22 are canceled, and claims 15-21 and 23-26 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 15-21 and 23-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mehta et al. (US 6,123,253) in view of Mehta (US 6,103,355). 

4. Mehta '253 teaches a business form or mailer comprising a substrate sheet with 
a first end (meets the claimed top edge), a second end (meets the claimed bottom 
edge), a first side edge and a second side edge. One or more fold lines traversing a 
width of the sheet to form one or more panel sections. A line of weakening disposed 
longitudinally along the first side edge of the sheet to define a first marginal strip 
between the line of weakening and the first side edge, and a line of weakening disposed 
longitudinally along the second side edge to define a second marginal strip between the 
line of weakening and the second side edge. Adhesive patterns are disposed 
longitudinally along each of the first and second marginal strips; and along the first end 
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of the sheet. (See Figs. 1 and 2, and col. 4, line 48 thru col. 5, line 64). The sheet 
further comprises a feed strip with a plurality of feed holes attached to each of the first 
and second side edges (Fig. 8 and col. 9, line 53). The business form or mailer further 
comprises an insert and/or a return envelope incorporated with the sheet (col. 8, lines 
52-65 and col. 9, line 2). The sheet also comprises a transparentized viewing area 
located on a predetermined position of the sheet and formed on an exterior surface of 
the mailer (col. 7, line 31 ). The process by which the transparentized viewing area is 
formed is not dispositive of the issue of the instant article claims. Mehta '253 does not 
teach the sheet contains font images on the transparentized viewing area. However, 
Mehta '355 teaches a mailer or envelope which has at least one transparentized portion 
(abstract). The mailer or envelope comprises a substrate having a lower surface and an 
upper surface, and a reverse image is printed on the lower surface transparentized 
portion (col. 8, lines 45-47). The transparentized portion is highly receptive to inks 
and/or toners to allow a reverse image to be printed on the lower surface of the 
transparentized portion (col. 26, line 44). The reverse image can be printed with any 
conventional printing means (col. 27, line 30). Mehta '253 and Mehta '355 are 
analogous art because they are from the same field of endeavor that is the mailer or 
envelope art. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the transparentized portion having ink receiving 
surface of Mehta '355 with the invention of Mehta '253, and the motivation would be, as 
Mehta '355 suggests, to allow a reverse image to be printed on the lower surface of the 
transparentized portion (col. 26, line 47), and applying reverse images on a back 
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surface of a transparentized portion of a substrate is well known in the art (see col. 27, 
line 25 of Mehta '355). 

5. With respect to claims 22 and 23, Mehta '253 teaches the claimed invention 
except the location of the transparentized viewing area. It would have been obvious to 
one having ordinary skill in the art at the time of the invention was made to have the 
transparentized viewing area between the first end and the one or more fold lines, since 
it has been held that rearranging parts of an invention involves only routine skill in the 
art. In re Japikse, 86 USPQ 70. 

6. With respect to claim 24, Mehta '253 teaches the claimed invention except for the 
continuous line of adhesive along the first side edge and second side edge. It would 
have been obvious matter of design choice to have continuous line of adhesive along 
the first side edge and second side edge, since applicant has not disclosed that 
continuous line of adhesive along the first side edge and second side edge solves any 
stated problem or is for any particular purpose and it appears that the invention would 
perform equally well with the adhesive patterns along the first side edge and second 
side edge 

7. With respect to claims 25 and 26, Mehta '253 teaches having a return envelope 
toward the second end (Fig. 6, and col. 8, line 52-65). 

Response to Arguments 

8. Applicant's argument is based on that Mehta '253 does not teach or suggest a 
transparentizing area that is integral with the sheet, and Mehta '355 does not teach or 
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suggest a translucent area including a receiving surface to receive printed data by a 
printing process. This argument is not persuasive for the following reason. Mehta '253 
expressly teaches the sheet/mailer comprises a transparentized viewing area formed in 
an exterior surface of the mailer (col. 7, line 31), but does not teach the transparentized 
viewing area receives image or printed matter. However, Mehta '355 teaches the 
claimed printed transparentized portion/viewing area (col. 8, lines 45-47), wherein the 
transparentized portion is highly receptive to inks and/or toners to allow image to be 
printed on the lower surface of the transparentized portion (col. 26, line 44), and the 
image can be printed with any conventional printing means (col. 27, line 30). It would 
have been obvious to a person of ordinary skill in the art to combine the transparentized 
portion having ink receiving surface of Mehta '355 with the invention of Mehta '253, and 
the motivation would be, as Mehta '355 suggests, to allow a reverse image to be printed 
on the lower surface of the transparentized portion (col. 26, line 47), and applying 
reverse images on a back surface of a transparentized portion of a substrate is well 
known in the art (see col. 27, line 25 of Mehta '355). 

9. For the above reason claims 15-21 and 23-26 stand rejected. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 
(571)272-1529. The examiner can normally be reached on Monday-Friday 9am-5pm. 
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11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

1 2. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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